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UNITED STATES CIRCUIT COURT OF APPEALS 
L. EK. WatreERMAN Company v. MoperN PEN CoMPany 
Second Circuit, June, 1012. 


Uxerair CompetitioN—Trape-NAMES—Deuty to DistTiNGUISH 

Two trade-names, cach made up irom the same surname, musy 
be so distinguished as to minimize so far as practicable the confusion 
arising from their similarity. The requirement that defendant use, in 
connection with its trade-name, the suffix “not connected with the 
original ‘Watermai:’ pens” tends to characterize the defendant’s product 
as inferior and is unduly prejudicial to the latter. The suffix “not 
connected with the L. E. Waterman Co.” is sufficient to put the public 
upon inquiry and is all that the facts require 


Cross appea's from the United States district court, southern 


district of New York. For opinion below see Reporter, Vol. 2, 


p. 


115. For opinion of circuit court of appeals on motion for a 


preliminary injunction, see 183 Fed. Rep., 118. 


Before Warp and Noyes, Circuit Judges and Horr, Dis- 


trict Judge. 


Per CurtAM.—In our opinion the testimony upon the final 


hearing was not substantially different from that presented by the 


affidavits which were before us in the former record. The most 


important additions to that record consist of the Italian decree 
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and the testimony concerning the Lockwood transactions, | Re- 
porter, Vol. 2, pp. 117, 118], but we agree with the conclusions 
of the district judge that those items do not materially change 
the situation. 

The case before us, then, is practically the case which came 
up before and we are not convinced that our conclusions reached 
at that time were erroneous, or that the final relief granted should 
vary from the preliminary relief which we then regarded as 
proper, except in one particular. 

The record clearly demonstrates the confusion arising from 
the use by the defendant of the name “A. A. Waterman & Co.” 
in the pen business in view of its similarity to the name of the 
complainant. The defendant has the right to use the name but 
the complainant and the public have the right to insist that pro- 
vision be made for minimizing the confusion arising from such 
use so far as practicable. We think that the suffix required in 
the decree appealed from tends to characterize the defendant’s 
product as inferior to that of the complainant and is unduly 
prejudicial to it. The defendant should, however, distinguish 
its goods from those of the complainant, and, in our opinion 
should do so by employing after the name “A. A. Waterman & 
Co.,” or “A. A. Waterman,” the words “not connected with the 
L. E. Waterman Co.” This notice should be sufficient to put 
the public upon inquiry. We think it all that the facts of the 
case require but it is the very least they do require. 

The decree appealed from will be modified by striking out 
the words “not connected with the original ‘Waterman’ pens,” 
and inserting in lieu thereof the words “not connected with the 
L. E. Waterman Co.” 

The costs of this court and the costs of the lower court 
arising after our decision upon the former appeal will be divided 
equally between the parties. Costs of the lower court accruing 
before that time are awarded to the complainant. 

With the modifications stated, the decree of the district 
court is affirmed. 


On Petition for Rehearing. 


In addition to the modifications of the decree appealed from 
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stated in the opinion, the order for the mandate may require the 


defendant to use the name “Arthur A. Waterman & Co.” instead 
of “A. A. Waterman & Co.” 

If, as stated in its petition, complainant feels that the re- 
quired suffix ‘will only increase the existing wide-spread con- 
fusion and substitution,” the order for the mandate will, at its 
option, contain no provision for a suffix. 

The petition for a rehearing is denied. 


On Application for Changes in the Order. 


It is equitable that the penholders which the defendant has 
in good faith marked in accordance with Judge HANp’s decree 
with the suffix “not connected with the original Waterman pen,” 
or in accordance with the opinion of this court before the use of 
the name “Arthur” was required, should be permitted to be sold 
and the order for the mandate may so provide. 


The application for further changes in the order is denied. 


[The modification of the decree of the Circuit Court, as to the form 
of suffix to be used by the defendant with its trade-name, does not com- 
mend itself as necessary or proper, in the light of the decisions covering 
similar cases. The record shows that the complainant has never marked 
or called its pens “L. E. Waterman” pen’ but merely “Waterman” pens, 
which name “Waterman” has come to designate to the public the pens 
of the complainant. The thing from which the defendant’s business is 
to be distinguished is the thing known to the public to wit, the “Water- 
man Pen,” not the name “L. E. Waterman Co.” with which users of the 
pen might or might not be familiar. The district judge himself said 
“Although I have used such pens for years, I am sure that I should not 
have had the least suspicion but that an ‘A. A. Waterman’ pen was a 
‘Waterman’ pen.” In other words, he knew the pen but not the maker. 
To distinguish the defendant’s from the complainant’s pen, the suffix 
prescribed by the court below would seem to be no more than was ade- 
quate and necessary. As is pointed out in the complainant's petition for 
a rehearing, the higher court lays down a new principle of law governing 
cases of unfair competition, when it says that the form of suffix it pre- 
scribes is “sufficient to put the public upon inquiry.” Hitherto the courts 
have quite clearly held that the later comer into the field must clearly 
distinguish his business from an earlier one of a similar name. Walter 
Baker & Co. v. Baker, 77 Fed. Rep., 181; 87 Jd., 209; Same v. Sanders, 
80 Id., 889; Pillsbury Co. v. Pillsbury-Washburn Co., 64 Id., 841; Royal 
Baking Powder Co. v. Royal, 122 Id., 337; Ludlow Valve Mfg. Co. v. 
Pittsburg Mfg. Co., 166 Id., 26. 


When a family name has come to have a distinctive character as in- 
dicating the product or business of one house, the courts have required 
that the product or business of the later comer be distinguished by some 
reference thereto as the “old” or “original” business conducted under that 
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name. Thus, “no connection with the old chocolate manufactory of 
Walter Baker & Company.” Baker v. Sanders, supra; “not connected with 
the original Rogers,” /nternational Silver Co. v. Rogers, 72 N. J. Eq., 933; 
“not the original Hall’s Safe and Lock Company,” Herring-Hall-Marvin 
Safe Co. v. Hall's Safe Company, 208 U. S., 554, (560); “not published 


by the original publishers of Webster’s Dictionary,” Merriam Co. \ 
Ogilvie, 170 Fed. Rep., 168: Same v. Saalfield, 190 I'd., 934; “not the 
original Dr. A. Reed Cushion Shoe,” Dr. A. Reed Cushion Shoe Co. v. 


Frew, 162 Fed. Rep., 887: “not the original Chickering pianos,” C/ri: 


ering 
v. Chickering ¢» Sons, 120 Id., 60.] 


NATIONAL WASHBOARD Co, v. JOSEPH GOLDSTELN. 
Second Circuit, July 17, 1912. 


PRELIMINARY INJUNCTION—STYLE MARKS. 
A preliminary injunction will not be granted to restrain the use 
b J x 


of numerals, used to distinguish the different styles of complainant’s 
washboards, one from the other. The right to monopolize these 
numerals is too doubtful to be recognized at that stage of the litigation. 


On appeal from an order of the district court, eastern dis- 
trict of New York, denying a motion for a preliminary injunction. 


Drury Il’. Cooper and Edward Rector, tor appellant. 
O. Ellery Edwards, Jr., for respondent. 


[On November 11, 1911, the district court enjoined the defendant 
from simulating the complainant's trade brands or markings in connection 
with the sale of washboards. Later, this motion was made, to restrain 
the use of the numerals adopted by complainant to identify the styles of 
washboards sold by it. The district court, on March 15, 1912, denied the 
motion in the following language: 


“In view of the conflicting statements concerning the = signiticance 
and use of arbitrary numbers on washboards, I am not disposed to grant 
at this time and upon affidavits a further injunction based upon the 


use 
of numbers alone.” | 


Coxt, ].—There is no question that before the injunction of 
November 11, 1911, was issued the defendant had so dressed 
his goods in imitation of the complainant’s trade-names and brands 
that the public might be deceived into taking his washboards for 
those of the complainant. All of these questions have, however, 
been eliminated by the changes made purusant to the directions 
of the order. 

We understood the complainant to concede at the argument 
that practically the only question now presented for consideration 
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i fF = relates to the use of the arbitrarily selected numbers; but whether 
n conceded or not this, in our judgment, is the only question to be 
‘ | considered. We are therefore confronted with the single proposi- 
| = tion—should the court enjoin the use by the defendant of num- 
: bers designed to show the style of his washboards and to dis- 
tinguish them one from the other, because the complainant had 
previously adopted similar numbers to serve a similar purpose 
and. perhaps, to indicate origin ? 

We do not deem it necessary to answer this question def- 
nitely at this time. It is sufficient to say that we think it too 
doubtful to be answered affirmatively upon a motion for a pre- 
liminary injunction. It is undoubtedly true, where a manufacturer 
has selected an arbitrary combination of figures or letters to ) 
: designate his goods, which combination in the minds of the pur- 

chasing public has become a substitute for the name of the manu- 
facturer as indicating origin, that the courts have in several 
instances enjoined the use of such a combination by a rival manu- 
facturer. But in many of these cases the figures were part of a 
. a general scheme of dressing up the goods for the market and were 
considered in connection with and as parts of other marks, brands 
and insignia. Here we are considering the numbers alone on 
goods, which in other respects are now clearly distinguishable 


from the complainant's goods. In the cases referred to, the courts 


have been convinced that the numbers or letters were designed 
to indicate origin. In the case at bar this is seriously disputed and | 
it is vigorously contended that the defendant adopted the num- 





bers simply and solely to indicate the size, shape and style of the 
respective boards so that, in ordering, the purchaser can readily 
indicate the board he desires, in the same manner as a pair of 
shoes, a hat or a collar is ordered by number. Again, we are 
| unable to find any proof that purchasers have actually been de- 
; of ceived, since the injunction of November 11, by the use of the 
numbers. Indeed, it seems quite improbable that, in existing 
conditions, a purchaser having the ordinary mental equipment, 
can be so deceived. The complainant's boards are now plainly 
marked in red ink “National”; the defendant's boards are plainly 
marked in black ink “Manhattan.” If a purchaser-has examined 


into the respective merits of the two boards and actually desires 
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a National, it is impossible to believe that he can be induced to 
take a Manhattan because the same number appears on both. If 
he has no choice between them it is manifest that he can not 
be defrauded. There is no substantive proof of fraud or decep- 
tion, or even of confusion, which can be attributed to the numbers 
alone. It is, of course, convenient to have the same number in- 
dicate the size and quality of the boards, no matter who may be 
the maker, and the proof should be clear that it was adopted with 
intent to injure and defraud the manufacturer first using it. 

The questions in controversy are questions of fact; they 
have not been clearly established in favor of the complainant and 
should not be decided upon affidavits, but should await the final 
hearing after the witnesses have been tested by cross-examina- 
tion. 

The order is affirmed, with costs. 

Warp, J., concurs. 


LAcoMBE, C. J. (dissenting)—I am unable to concur with 
my associates and think this an especially vicious case of unfair 
competition. Defendant for several years subsequent to 1907 
marked his washboards with various combinations of words, con- 
taining his business name and address and some arbitrary word 
“Diamond,” “Globe” or what not, indicating the size and style of 
washboard. During the same period complainant manufactured 
and marketed washboards marking them with a combination in 
black of its own name, its business address, the word “National” 
in a contrasting color (red) and certain arbitrary numbers desig- 
nating size and style of washboard. In 1911 defendant, in place 
of the mark it had theretofore used on one side of its washboards, 
substituted a Chinese copy of complainant’s mark, with the ex- 
ception that the word in red was “Manhattan” instead of “Na- 
tional.” No amount of testimony (and there was such testimony ) 
by defendant, or his sons, all interested parties, could convince me 
that he did not intend by the substitution to mark his washboards 
in such a way that persons might mistake them for complainant’s, 
and did not expect that thereby the sale of his own goods might 
be increased. 
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It must be assumed that the defendant equally with the pur- 
chasing customer has “the ordinary mental equipment.” If so, it 
follows that he changed from the old to the new style of marking 
his goods, not fortuitously, but with an intelligent purpose. That 
purpose is manifest. This was unfair trading and in a former 
suit the court so held and ordered defendant to put a stop to it. 

Defendant then modified his mark. The details need not be 
discussed since the new mark seems to be sufficiently differentiated 
from complainant's except only as to certain numbers, to restrain 
the use of which this suit is brought. These numbers, as has been 
said, were placed by complainant on its different sizes and styles 
of washboards, so that each size and style was marked with its 
assigned number. The numbers in connection with the other 
indicia are used by complainant to identify its product. These 
numbers are wholly arbitrary—such as 501, 608, 841, &c. They 
are not descriptive as are the numbers stamped on collars, 15, 
1514, 16, &c., to indicate the length of the article from buttonhole 
to buttonhole in inches; nor are they, like the numbers or the let- 
ters marked on shoes, 4, 412, 5 a, b, c, &c., which indicate size, all 
the trade having for generations used “5a” to indicate a shoe of a 
certain length and width. Although arbitrary and originating 
with the plaintiff, they might, with its acquiescence, have been 
appropriated by the trade and generally used to designate goods 
of sizes and styles like those of complainant. But the testimony 
shows that nothing of this sort has occurred. Very many wash- 
boards are marked and sold with these numbers, the meaning of 
which the public is becoming accustomed to, but that is because 
complainant’s business is a large one and it sells many goods. The 
significant fact is that complainant, and complainant only since 
their adoption in 1907, has used these particular figures in con- 
nection with washboards, until defendant undertook to appro- 
priate them in 1911, whereupon suit was promptly brought. 

The combination of units which may be used by any one 
who wishes through their use to identify some particular size or 
style of his goods is practically unlimited. It was perfectly easy 
for defendant to select for his own use numbers which were not 
already associated in the mind of the public with complainant’s. 
That he appropriated these numbers of the complainant with the 
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expectation that their use might induce some persons to suppose 
that they were the same goods as those of the complainant and 
that in that way the sale of his own goods might be increased 
seems to me manifest and no amount of testimony by interested 
parties to the contrary is at all persuasive. It seems to be a clear 
case of unfair trading, and | therefore dissent. 


UNITED STATES DISTRICT COURT 
Nox-ALL AND GorHAm Har Co. v. DENzER, GoopHART & Co. 
Southern District of New York, January 3, 1912. 


Trape-MARK—INERKINGEMEN' 
The word “Nox-all” is a valid trade-mark and is infringed by the 


word “Non-X-E ll.” 


Qn motion for a preliminary injunction. 


Hise & Lichtenstein, for complainant. 
Il’. F. Ashley, for defendant. 


Coxe, J.—It was admitted at the argument that “NOX- 
ALL,” as registered, is a valid trade-mark. I have no doubt 
that the use by the defendant of the trade-mark “NON-X-ELL” 
surmounted by the eagle, as in the complainant's trade-mark, is 
an infringement and also constitutes unfair competition. The 
ordinary buyer looking for a “Nox-All” hat and remembering 
only the general conteur of the complainant's mark would be 
easily misled into taking the defenlant’s “Non-X-EIl” hats in- 
stead. Such a buyer does not remember the minute details of a 
trade-mark but only its general appearance and no one wh» sees 
these marks together can deny their general similarity. 

Regarding the trade-mark “STANDARD,” the right of the 
complainant to an injunction was not disputed at the argument. 

As to the other acts of the defendant, which the complain- 
ant seeks to enjoin, there is too much doubt to warrant an injunc- 
tion at this stage of the litigation. 

The motion is granted so far as it relates to the trade-marks 


“NOX-ALL” and “STANDARD.” 
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COURT OF CHANCERY OF NEW JERSEY 


ROSENTHAL, ct al. v. BLATT! 


U 2 ComPETITION—TRADE-NAME 
The name “Page of London” on a shop,—in the absence of proof 
liversion trade resulting therefrom—does not appear to un 
imitate the name “London Shop” on a rival establishment 


()n final hearing. 


Joseph B. Perskic and Bolte & Sooy, all of Atlantic City, 
for complainants. 

Ettgene Schwinghammer and C. L. Goldenberg, both ot 
Atlantic City, for defendant 


LEAMING, \V. C.—Complainants are owners of a business 
conducted by them as partners in three certain stores fronting 
e on the Boardwalk in Atlantic City; the business in each store 
being conducted under the trade-name of “London Shop.” The 
business so conducted is that of retail stores for the sale of 
gentlemen's furnishing goods, hats, caps, and ladies’ millinery. 
Since the establishment of complainants’ business under the 
name stated, defendant has established a store, fronting on the 
Boardwalk, the business of which is being conducted under the 
trade-name of “Page of London.” The business conducted by 
defendant is similar to that of complainants. Complainants now 


seek an injunction to prevent defendant from using the name 


‘Page of London” in connection with defendant's business, alleg- 

ing as a ground for relief that the name “London Shop” used by 
complainants has become favorably known to the public as com- 

a plainant’s trade-name, and that the use of the name “Page of 
London” by defendant is operative to deceive the public as to the 


identity of the several stores, and to lead patrons of complain- 


ants business to make purchases from defendant's store, under 
the belief that that store is one of the stores operated by com- 
plainants. 


(On the application for a preliminary injunction, I sum- 
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marized my view of the law controlling controversies of this 
class as follows: 

“This court may appropriately protect a complainant against 
unfair competition when it is found that the defendant is con- 
ducting a business in such manner that there exists, upon the 
part of defendant, express or implied representations that the 
business conducted by defendant is that of complainant. The 
reputation and good will which a man acquires are property 
rights, which are entitled to protection against wrongful invasion ; 
and the public is entitled to protection against fraud. A trade- 
certain individuals will, in consequence, be protected. See 28 
name appropriately used to designate a particular business of 
American & English Encyclopedia of Law (2d Ed.) pp. 345 to 
348. The present inquiry is therefore whether defendant has 
adopted a trade-name so nearly resembling the trade-name of 
complainants as to deceive the public and injure complainants. 
It is manifest that the extent of resemblance of the names used 
is not the sole criterion. A name quite similar may be so used 
as not to deceive or injure; a name quite dissimilar may be used 
in such manner as to deceive and injure.” 

Preliminary relief was refused because it did not then ap- 
pear with sufficient certainty that complainants’ rights had been 
or would be materially invaded to justify this court in granting 
a preliminary injunction. 

It will be observed at once that the names “London Shop” 
and “Page of London” bear no resemblance as names, except 
such as arises by the use of the word “London” in each name. 
It should also be stated that the sign “Page of London,” as used 
on the store of defendant, contains no details of form or arrange- 
ment in imitation of the signs used on the stores of complainants, 
and the word “London” is not made more conspicuous in any of 
the signs used by either party than the remaining words of the 
signs; nor is there any similarity of design in the small engraving 
used by defendant and complainants, respectively, on their sta- 
tionery, and to mark their merchandise: Such infringement of 
complainants’ rights as may exist is from the use of the word 
“London” in the manner already stated. Nor is there any evi- 
dence from which it can be properly determined that the trade- 
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name adopted by defendant was by him selected because of any 
possible resemblance it might bear to the trade-name used by 
complainants. The common desire of the parties to use the 
word “London” appears to arise from a belief that its use gives 
character to the business of the haberdasher, through the sug- 
gestion that the store is in some way connected with London, 
or is especially equipped with London goods. Neither the stores 
of complainants nor the store of defendant are in any sense- 
London stores, and neither have substantial London connections.. 
Their sole proprietors are residents of Atlantic City. They are,. 
in fact, Atlantic City stores, but handle, in part, goods which 
have been imported from London. On well-established, equitable 
principles, it is manifest that to whatever extent complainants. 
may seek to benefit from any suggestion which may be contained 
in their trade-name, to the effect that their stores are branches- 
of a London store, this court can lend them no assistance. 

But, assuming that the name “London Shop,” as used by: 
complainants, is wholly free from any criticism of the nature 
suggested, I am unable to conclude that defendant has entered! 
the field of unfair competition in the use of the name “Page of 
London.” As already stated, there is no resemblance between the 
two names used by the respective parties, except such as arises. 
from the common use of the word “London”; and the only 
danger of confusion from the use of the two names appears to- 
me to arise from the possibility of a person observing the word 
“London” and paying little or no attention to the remaining part 
of either trade-name. 

Complainants have received telephonic messages and mail 
relating to purchases made at defendant’s store, and have re-- 
ceived, by express and otherwise, goods which have been pur- 
chased at defendant’s store, accompanied with requests for their- 
exchange or a return of the purchase price. In one instance, a. 
customer at one of the stores of complainants was sent to an- 
other store of complainants for a specific article, and the cus- 
tomer went to defendant’s store by mistake. These occurrences. 
disclose some confusion, which, it is urged, is to be attributed to 
a similarity of the two trade-names. It is quite possible that the- 
confusion referred to has arisen from the use of the word 
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“London” as a part of the trade-name of both contending parties ; 
but such contusion is, in my judgment, to be more appropriately 
attributed to extreme carelessness and inattention upon the part 
of the customers who have made the specific errors referred to. 
Complainants have no property right to the exclusive use of the 
word “London” in connection with their business. They are 
only entitled to protection against unfair competition by defendant. 
They are entitled to be protected against defendant passing off 
his goods or business as complainants’ goods or business; and the 
test is whether or not the public is likely to be deceived. Concrete 
instances of confusion which can only be appropriately attributed 
to extreme carelessness or inattention on the part of customers, 
are clearly inadequate to establish a similitude which does not 
in fact exist. I am unable to believe that the name “Page of 
London,” used in the manner in which it is being used by de- 
fendant, is operative to deceive or mislead any reasonable person 
by reason of its resemblance to the name “London Shop,” or 
to improperly divert complainants’ trade. 
I will advise an order dismi$sing the bill. 


NEW YORK COURT OF APPEALS 


BENEVOLENT & PROTECTIVE ORDER OF ELKs v. IMPROVED BENE- 
VOLENT & ProrecrivE OrDER OF ELKs OF THE 
WorLD, ct al. 


(98 Northeastern Rep., 756.) 
May 24, 1912. 


1. UNratrR COMPETITION--BENEVOLENT CORPORATIONS—TRADE-N AME, 

The right to injunctive relief against the unfair and misleading use 
of a corporate name exists in favor of a benevolent or fraternal as- 
sociation not conducting any trade or industrial or financial business. 
The right is not confined to trading corporations. The use of a de- 
ceptive and misleading name by a benevolent organization never in an) 
way connected with the plaintiff was properly enjoined. 

. UNFAIR COMPETITION-—BENEVOLENT CORPORATIONS—ORGANIZATION AND 
INSIGNIA. : 

No injunction will lie in such a case to prevent the new organiza- 
tion from calling its officers by the same name as the old, nor to 
restrain its use of the latter’s colors. 


Appeal by leave, from judgment of the appellate division of 
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the supreme court, second department, unanimously affirming a 
judgment in favor of the defendants. 


Anderson Price, for appellants. 
Thomas Curran, for respondent. 


WILLARD BartLerr, J.—This is a suit to restrain the de- 
fendant from using a corporate name so closely resembling that 
of the plaintiff as to be calculated to mislead and deceive the 
public and persons having transactions with either corporation. . 
The plaintiff has been awarded the injunction which it sought, 
and, upon a unanimous affirmance of the restraining judgment, 
the defendant has appealed to this court. Although there are 
nominally two defendants, they constitute but one organization 
and will be treated as one defendant in this opinion. 

The plaintiff was incorporated by a special act of the Legis- 
lature (Laws of 1871, c. 88) under the name of the Benevolent 
& Protective Order of Elks ‘to protect and aid its members and 
their families, and to accumulate a fund for that purpose, which 
said fund shall be used and: appropriated for no other purposes 
whatsoever’; and it is authorized to acquire and hold real and 
personal estate to the value of $200,000 to sell and dispose of the 
same, to have and use a common seal, and to establish branch 
organizations. The corporation has grown and prospered, being 
now represented by branches in many other states of the Union, 
and having an aggregate membership of about 280,000 persons. 


The defendant corporation, on the other hand, is of com- 
paratively recent origin, having been organized under the Mem- 
bership Corporations Law (Consol. Laws 1909, c. 35) in 1907. 
In the certificate of incorporation it is named the Grand Lodge 
of the Improved Benevolent & Protective Order of Elks of the 
World, but in its publications it appears simply as the Improved 
Benevolent & Protective Order of Elks of the World, the desig- 
nation as Grand Lodge being omitted. Its objects as defined in 
the certificate, are similar to those of the plaintiff, and it has 
established some branch organizations in this state and else- 
where. The evidence indicates that its membership is made up 
chiefly of colored persons, while the members of the plaintiff 


corporation and its branches are exclusively white. According 
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to one of the witnesses for the defendant, “there is a member- 
ship of about 80,000 colored Elks in the United States.” While 
the question of color crops up in the evidence in this record, it 
cdloes not appear to have any legal significance in the litigation. 
The rights of the parties have been determined in the courts 
below, and must be adjudicated here precisely as though the 
members of both corporations were all of the same color. 

The grievance of the plaintiff is that the defendant has 
pursued a course designed to mislead and confuse the public by 
a deceptive imitation of the plaintiff's name, seal, emblem, mem- 
bership card, and the titles of its officers. This grievance is 
established by the findings of the trial judge at Special Term, 
and the unanimous affirmance thereof by the Appellate Division, 
which precludes us from considering any of the points of the 
appellant based upon the alleged insufficiency of the evidence. 


There is one question of law, however, which may ap- 
propriately be discussed, since it does not appear ever to have 
‘been expressly passed upon by this court, and that is the right 
ito injunctive relief against the unfair and misleading use of a 
‘corporate name in the case of a benevolent or fraternal associa- 
‘tion where it is not carrying on any trade or industrial or financial 
‘business which can be injuriously affected by the action of a 
similar body in appropriating its name. The appellant strenu- 
ously asserts that the law protects only trading corporations 
against such misappropriation, and there are some expressions 
in the opinions of English judges which apparently sanction that 
view. That the doctrine finds no countenance, however, in this 
state is clearly and conclusively shown in the able opinion of the 
‘late Mr. Justice Patterson in Society of War of 1812 v. Society 
.of War of 1812 in the State of New York, 46 App. Div., 568, 
572, 62 N. Y. Supp., 355, 358, where it was distinctly held that 
“the right to relief by injunction against the misuse of a corporate 
name was not confined to business corporations, but extended 
-equally to benevolent and patriotic societies. He pointed out 
that many corporations are created under-the laws of this state 
which have nothing to do with trade or commerce, and that “it 
~would be a strange condition if the law could not protect them 
ain that which it has encouraged them to do.” His reasoning and 
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conclusion commend themselves to our judgment and command 
our approval. See, also, Salvation Army in United States v. 
American Salvation Army, 135 App. Div., 268, 274, 120 N. Y. 
Supp., 471. 

The question has seldom been presented to courts of last 
resort, but the case of IJnternational Committee of Young 
Women’s Christian Associations v. Young Women’s Christian 
Association of Chicago, 194 Ill., 194, 62 N. E., 551, 56 L. R. A., 
888, is an authority to the same effect. The Young Women’s 
Christian Association of Chicago was one of the large number 
of associations of women, incorporated and unincorporated, which 
have existed in this country during a long period and had been 
affiliated with one another through the agency of biennial con- 
ferences. It was organized in 1877. Its managing board was 
made up of representatives from nearly all the evangelical 
churches in Chicago, but no religious or sectarian test had been 
required of the voting and managing members except that they 
should be of Christian character. At one of the biennial con- 
ferences a movement was set on foot to prescribe a more rigorous 
religious test, and finally those who favored limiting membership 
to women who belonged to evangelical churches formed a new 
organization which was incorporated in 1891 under the laws of 
Illinois as the International Committee of Young Women’s 
Christian Associations. Local associations of the same character 
were formed under this new parent organization, and much con- 
fusion arose on account of the similarity of its name to that 
of Young Women’s Christian Associations generally and the 
implication that they were related to vie another. It was mani- 
fest that the International Committee, etc., was established solely 
by reason of the failure or refusal of the bieunial conference to 
prescribe the evangelical test which has been mentioned. Un- 
der these circumstances, the Young Women’s Christian Associa- 
tion of Chicago brought an action against the International Com- 
mittee of Young Women’s Christian Associations to prevent it 
from using that name or any similar name likely to mislead or 
deceive the public. and judgment directing the issuance of an in- 
junction to that effect was affirmed by the Supreme Court of 
Illinois. 
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The public policy of this state against permitting the use of 
misleading names by corporations of any character is evidenced 
by the legislation on the subject. Thus the General Corpora- 
tion Law (Laws of 1909, c. 28, § 6, as amended by Laws of 1911, 
c. 638) provides that no certificate of incorporation of a proposed 
corporation having the same name as a corporation authorized to 
do business under the laws of this state, or a name so nearly 
resembling it as to be calculated to deceive, shall be filed or re- 
corded in any office for the purpose of effecting its incorpora- 
tion or of authorizing it to do business in this state. This pro- 
vision is a substantial re-enactment of a section in the first Gen- 
eral Corporation Law (Laws of 1890, c. 563, § 4). Even more 
expressive of the legislative intent to repress the deceptive adop- 
tion of pre-existing corporate names is Section 948 of the Penal 
Law (Consol. Laws 1909, c. 40) originally enacted in 1908 (but 
which did not take effect until after judgment was rendered in 
this action): “No person, society or corporation shall, with intent 
to acquire or obtain fcr personal or business purposes a benefit 
or advantage, assume, adopt or use the name of a benevolent, 
humane or charitable organization incorporated under the laws 
of this state, or a name so nearly resembling it as to be calculated 
to deceive the public with respect to any such corporation. A 
violation of this section shall be a misdemeanor.” In case of a 
threatened violation the section goes on to provide for an in- 
junction, and if it shall appear that the defendant is in fact using 
the name of a benevolent, humane, or charitable organization in- 
corporated as aforesaid, or a name so nearly resembling it as 
to be calculated to deceive the public, an injunction may be issued 
“without requiring proof that any person has in fact been misled 
or deceived thereby.” 

The appellant insists that the names of the parties here have 
not enough similarity to support the action, and that in any event 
the judgment should not go further than to prohibit the use of 
the defendant’s name without the prefix “improved” and the 
suffix “of the world.” We think that the names are so similar as 
to be extremely likely to deceive, and that a limitation of the in- 
junction in the manner suggested would not give the plaintiff th¢ 
relief to which it is entitled. Indeed, the plaintiff's organization 
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has become so well and widely known simply as Elks (as the 
trial court has found) that the assumption of a title containing 
that appellation by any other independent benevolent corporation 
or fraternal order would in and of itself convey the false im- 
pression that there was some connection between them. There- 
fore the learned judge at special term was right in enjoining the 
defendant from in any wise using the word “Elk” or “Elks” 
as part of its title or inccrporaticn. The case would be quite 
different if the members of the defendant organization had ever 
been members of the plaintiff corporation an1l had seceded there- 
from because of dissatisfaction with its methods of administra- 
tion or for any other good and sufficient reason. In that event, 
the representation that the members of the defendant were Elks 
or had been Elks would be true as matter of fact, and the use 
of the parent name as part of the name of a new society formed 
by members of the original organization as an offshoot thereof 
has sometimes been sanctioned. See Supreme Lodge Knights of 
Pythias v. Improved Order Knights of Pythias, 113 Mich., 133, 
71 N. W., 470, 38 L. R. A.. 658. Here, however, there has been 
no secession, and the defendant is in no sense an offshoot of the 
plaintiff association. 

We think the judgment goes too far, however, in forbidding 
the defendant from using the same titles for its officers as those 
borne by the officers of the plaintiff. We can perceive no valid 
legal objection to the use of such titles as exalted ruler, esteemed 
leading knight, tiler, etc., by any association which chooses thus 
to designate its officials. This is a harmless imitation of the 
plaintiff, complimentary rather than otherwise. The prohibition 
against the use of the colors of the plaintiff corporation, to wit, 
purple and white, should also be stricken from the judgment. 
A case might arise in which the use of a particular combination or 
arrangement of colors ought to be forbidden, but no such general 
prohibition as this can be sanctioned. 

The chief practical effect of the present judgment is to com- 
pel the defendant to adopt another name which contains no 
reference to the Elks. Its organization is not interfered with. 
and it may continue to exercise all its functions just as before. 
If its members desire the name of an animal, there is a long 
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list of beasts, birds, and fishes which have not yet been appropri- 
ated for such a purpose. It is only the virtual misrepresentation 
that they are Elks that is complained of here. 

The judgment should be modified by striking out the pro- 
visions in regard to the names of officers and the colors used by 
the defendant, and, as thus modified, affirmed, without costs. 

CuLLEN, C. J., and Gray, Hatcnt, VANN, WERNER, and 
CuHAsE, JJ., concur. 

Judgment accordingly. 


NEW YORK SUPREME COURT 
Maurice v. DEwAn & Sons Co., et al. 
Special Term, New York County, July 23, 1912. 


1. UNFAIR CoMPETITION- -TRADE-NAMES. 

The name “Waldorf Lingerie Shop” does not appear to be inter- 
fered with by the name “Waldorf Lace Store” for a shop located in 
the same block. their business not materially conflicting, and no decep- 
tion of the public being shown. 

INJUNCTION—NAME IN VIOLATION OF LAw. 

It is no ground for injunction in such a case that the defendant 
may be violating the law in using a trade-name, without having filed 
the certificate required by law, showing the real parties in interest. 


ty 


On motion for a preliminary injunction. 


Herman B, Goldstein, for plaintiff. 
Joseph Kurgman, for defendant. 


GIEGERICH, J.—The motion is for an injunction pendente 
lite. The plaintiff began business at No. 24 West Thirty-third 
Street, Borough of Manhattan, New York City, in June, 1910, 
selling laces and lingerie, and carrying his business on under the 
name Waldorf Lingerie Shop, which name he adopted because 
his place of business was directly opposite a prominent hotel 
generally known as “The Waldorf.” In August, tg1t, the de- 
fendants, who had for some years been in the lace business, 
opened a shop for the sale of the same-at 2 West Thirty-third 
Street and displayed on their sign, which bore their name, the 
further words, “Waldorf Lace Store.” On May 1, 1912, the 
plaintiff moved to 2 West Thirty-third Street, whereupon the 
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defendants, as is claimed on their behalf to avoid confusion, 
moved to 16 West Thirty-third Street, where they now are. The 
principal business of the plaintiff is the sale of lingerie, the sale 
of lace not having been engaged in by him, as the defendants 
assert without direct contradiction, until after the defendants 
opened their place on Thirty-third Street. The principal business 
of the defendants is the sale of lace. It is also shown on behalf 
of the defendants that the word “Waldorf” is commonly used as 
a part of the name of bus‘ness concerns in this city, and especially 
those located in the immediate neighborhood of the hotel of that 
name. The attempt of the plaintiff to show that the defendants 
have endeavored to misrepresent their place of business as that 
of the plaintiff failed. No unfair business methods were proved 
nor any deception upon the public. Upon all the facts shown, 
I am not satisfied that the plaintiff has made out such a case as 
to entitle him to the injunction he seeks. The plaintiff asserts that 
the defendants have violated Section 440 of the Penal Law by 
conducting business under an assumed name without filing the 
certificate required in such cases, but it is not clear that such 
is the fact. As I understand the facts, the name or names of at 
least some of the defendants appear on the sign with the words 
Waldorf Lace Shop. But however that may be, I do not think 
the courts should attempt to punish violations of that law in the 
manner proposed by the plaintiff. The motion is denied. 


CHARLEs E. Merzcer v. Epwarp M. Knox, et al. 
Special Term, New York County, June 28, 1912. 


1. TrRapE-MARK—INFRINGEMENT. 

The owner of a trade-mark, who sells it, together with his manu- 
facturing business and good will to a corporation, reserving the right 
to use the mark in his retail business, as before, upon imported hats, 
should be enjoined from the use of the mark otherwise than in ac- 
cordance with the contract. 

2. INJUNCTION—LACHES. 

A preliminary injunction should, however, be denied, when it ap- 
pears that the plaintiff knew of the alleged wrongful acts for three 
years before the suit was brought, and moved only after the refusal 
of the defendant to purchase his stock in the corporation. 


On motion for a preliminary injunction and other relief. 
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Warren Biglow, for plaintiff. 
J. Aspinwall Hodge, for defendants. 


Crane, J.—This application is made by the _ plaintiff 
for the appointment of a temporary receiver of the Knox 
Hat Manufacturing Company and for an_ injunction re- 
straining the E. M. Knox Retail Hat Company from using the 
Knox trade-mark on certain goods sold by it. The principal 
grounds upon which the plaintiff moves for this immediate relief 
are: First, the continuing breach of contract contained in the 
bill of sale of the manufacturing business from E. M. Knox to 
the Knox Hat Manufacturing C-mpany. Second, the waste of 
funds due to the improver payment to the pres dent of the Knox 
Manufacturing Company of a sa'ary of $25,000 and the leasinz 
by the said company frcem the said president of lofts in a building 
owned and controlled by him. Third, the injury. done to the 
Knox Manufacturing Company's business by permitting the 
Cooke Hat Company to use part of the factory building and com- 
pete in the trade for the sale of hats. 


All of these grounds can be disposed of without much com- 
ment excepting the first. The stock of the Cooke Company is 
owned an: controlled by the Knox Manufacturing Company and 
is a scheme whereby it disposes of a certain class of its goods. 
Whether this be good or bad business is for the board of directors 
to determine and not the courts, unless it be that it is used as a 
means to enrich some officer or director or majority stockholder 
at the expense of the minority holders, or an attempt to injure 
the minority holders. No such result has happened in the creation 
of the Cooke Company, so far as the papers reveal. As to the 
salary of the president, while it is true that the prospecttis put out 
by him prior to 1903 stated that the officers of the company were 
to receive no salary, yet it can not be claimed'that the directors 
of the corporation subsequently created could never pay a salary 
if circumstances warranted. Business conditions might arise 
‘where it would be for the best interest of all concerned that the 
officers should receive a salary. Likewise the renting of the loft 
in the Fifth Avenue building from E.:M. Knox, the president, 
by the Knox Hat Mannfacturing Company is not a prohibited 
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transaction. It is neither void nor voidable for the directors of 
a corporation to rent property from an officer of the company, 
although the transaction, of course, is subject to inquiry, and, 
like all other similar transactions, may be set aside or prevented 
if it be used for the purpose of defrauding minority stockholders 
in giving enlarged profits to an officer or director. This matter 
of salary and of the loft rental can, of course, be inquired into 
on the trial, but the papers upon this application fail to show any 
reason for the immediate relief asked. 

As to the breach of contract by the Knox Hat Manufacturing 
Company, the successor of Edward M. Knox, the following state- 
ment seems necessary: Prior to 1903 Edward M. Knox was the 
owner of a hat factory on St. Mark’s Avenue, in the Borough of 
Brooklyn, and also the proprietor of retail hat stores in Brooklyn 
and Manhattan. In that year he formed the Knox Hat Manu- 
facturing Company, and by the bill of sale executed on the 19th 
day of March, 1903, transferred to it the manufacturing plant, 
property, good will and business, receiving therefor $1,143,517.- 
71. The good will also included the exclusive right to the use of 
the Knox hat trade-mark, a very valuable asset. The bill of sale 
contained but one exception, which gave to Edward M. Knox the 
right to maintain and carry on his retail stores in Manhattan and 
Brooklyn, he agreeing at the time to purchase so long as he 
shall personally continue to carry on said stores, all hats, 
caps, goods and merchandise which he may require of said 
company at the same prices which he had theretofore been 
accustomed to pay for like goods manufactured at said factory. 
The language used in this bill of sale indicates that Knox was to 
purchase all the goods for his retail stores which, up to that time, 
had been made and were being made by the hat factory; as to all 
other goods, he was free to buy them where he pleased. As to 
the Knox label or trade-mark, which was a most valuable part of 
the transfer to the company, Knox agreed that neither he nor his 
successors would use this trade-mark on any other hats than 
those manufactured by and purchased of the company, with the 
exception “of such (hats) as he had been accustomed to pur- 
chase in-Europe as samples, for men’s wear.’ This agreement 
was by no means a unilateral contract, as the company had paid 
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a very large sum of money not only for the property, but for 
the good will, and the agreement was one of the terms of the 
transfer. Edward M. Knox was therefore bound to live up to 
the letter and spirit of it. 

The plaintiff claims that this agreement has been violated, 
as Edward M. Knox has for many years been purchasing hats 
and caps from other manufacturers and dealers and selling them 
in his retail stores under the Knox label, and that this action on 
his part has not only lessened the sales and business of the manu- 
facturing company, but has had a direct tendency to lessen the 
value of the Knox label or trade-mark to the company. It is 
acknowledged on the part of the defendant Knox that he has im- 
ported certain cloth caps and also silk hats and sold them as 
alleged, but it is claimed by him that this is not a violation of the 
contract, as these goods he had previously been accustomed to 
purchase in Europe, and therefore came within the exception of 
his agreement. While he agreed to purchase all hats and caps for 
his retail stores manufactured by the Knox Company from that 
company, yet a court of equity would not enforce this agree- 
ment by injunction and restrain him from buying hats elsewhere, 
but it doutless would and should restrain him from using the 
Knox label in such hats contrary to his agreement. It is not a 
question of label or trade-mark, but one of contract and agree- 
ment. Whether, therefore, the defendant Knox violated his con- 
tract by using the label in imported hats and caps depends upon 
the reading of this exception to the contract which is above 
quoted. The plaintiff claims that this exception is confined to 
such samples as Knox purchased in Europe, while the defendant 
claims that he was free to purchase without limit and use the 
Knox label on hats which were like the samples theretofore 
bought in Europe. The language is subject to either interpreta- 
tion without straining or unnatural construction, and the mean- 
ing of the parties and of the clause must be determined by the 
circumstances and nature of the business. This can be determined 
upon the trial, but until then the court would hardly be justified 
in granting a preliminary injunction when the meaning was not 
perfectly clear and certain. It is conceded by Mr. MacFarland 
in his affidavit that cloth caps were not manufactured by the 
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Knox Manufacturing Company, so that these do not come within 
that portion of the agreement requiring their purchase from the 
factory, but Knox could not use the Knox label in them unless 
the clause quoted gave him that right. It would be unreasonable 
to restrain the defendant from using the label in such hats and 
caps as he imports from Europe until it is definitely settled upon 
the trial of the case to what goods and class of hats the above ex- 
ception refers. 

But whatever indefiniteness there may be about the importa- 
tion of hats from Europe, there is none regarding the purchase 
of domestic hats and caps, for as to those Edward M. Knox and 
the retail company which he has formed have no right whatever 
under the agreement to use the Knox label unless the goods are 
purchased from the Knox Hat Manufacturing Company. 

While it is a breach of his contract to purchase domestic hats 
from other dealers or manufacturers than the Knox Hat Manu- 
facturing Company, yet equity would not interfere, but leave the 
parties to their remedy at law. Equity will not, however, permit 
the defendant to use in hats so purchased a label which is the ex- 
clusive property of the Knox Hat Manufacturing Company. It 
is claimed on behalf of the plaintiff that the defendant retail 
company has been purchasing and is now purchasing domestic 
hats from other places than the Knox Company and using the 
label in them. If this be so, I certainly would grant an injunction 
if the plaintiff is in the position of one entitled to that relief. 

Conceding that everything the plaintiff claims is true, yet 
this would not be a case of the appointment of a receiver. The 
Knox Hat Manufacturing Company is a very prosperous cor- 
poration, paying dividends upon its preferred and common stock. 
The Knox Retail Hat Company is also a prosperous concern. 
To appoint a receiver in order to obtain restitution of any money 
that might have been diverted from the stockholders would be 
the height of injustice and cause that damage which courts are 
provided to prevent. A receivership is to preserve property, not 
to destroy it, and if I should grant the relief asked for and ap 
point a receiver, which always carries with it an imputation of 
financial stress, followed by damaged reputation, greater harm 
would come to the plaintiff, if he be honestly interested in the 
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success of the enterprise, than all the acts which he charges against 
the defendant Edward M. Knox. 


As I have above stated, however, I would grant the injunc- 
tion preventing the*tuse of the Knox label in domestic hats and 
caps not purchased of the Knox Hat Manufacturing Company, if 
the plaintiff cotild. insist upon this relief. But I believe him 
guilty of such laéhes that whatever relief he may obtain upon the 
trial he surely can not be harmed by a few months’ delay until 
then. There are 20,000 shares of the Knox Hat Manufacturing 
Company, of which the plaintiff owns 100, so that he has one- 
half of one per cent interest. Edward M. Knox, the president, 
owns the controlling interest. From 1883 to 1909 the plaintiff 
was in the employ of Edward M. Knox and later the Knox Hat 
Manufacturing Company, and knew how the business was trans- 
acted and carried on, and has lately been seeking to get back 
into the employ of the company. In 1907 he wrote from Phila- 
delphia to Mr. Knox that he would advertise his holdings of 
stock for sale unless Mr. Knox paid him $10,000 for them. In 
February of 1909 he wrote a letter to the board of directors of 
the Knox Hat Manufacturing Company, a copy of which he has 
annexed to the complaint, calling their attention to the violation 
of the above agreement by Edward M. Knox. Three years or 
more have elapsed since this without any change in the conditions 
so far as this branch of the case is concerned, and now the plain- 
tiff claims that he will be irreparably damaged by a delay of four 
or five months until the merits of his case can be heard in court. 
I do not say that mere lapse of time will always prevent pre- 
liminary relief in an equitable action, but by the lapse of time 
coupled with the plaintiff's very small interest and his intimate 
knowledge of the business methods and its details, together with 
his recent attitude in seeking further employment with the com- 
pany, a position and condition are created that equity should 
refuse preliminary relief on the ground of laches. The motion 
therefore is denied. 
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STEPHEN Merritt Burra, & CREMATION Co. v. STEPHEN 
Merritt Co., et al. 


Special Term, New York County, August 8, 1912. 


TRADE-NAME. a 
The use by defendants of a trade-name colorably similar to that 
of the plaintiff in the same line of business, held to be wrongful and 
subject to injunction. 
Hedges, Ely & Frankel, for plaintiff. 
C. R. & C. U. Carruth, for defendants. 


PAGE, J.—It is well settled that “every man has the ab- 
solute right to use his own name honestly in his own business, 
even though he may thereby incidentally interfere with and 
injure the business of another having the same name. In such 
case, the inconvenience or loss to which those having a common 
right are subjected is damnum absque injuria. But although he 
may thus use his name he can not resort to any artifice or do any 
act calculated to mislead the public as to the identity of the 
business firm or establishment, or of the article produced by them, 
and thus produce injury to the other beyond that which results 
from the similarity of name” (Singer Mfg. Co. v. June Mfg. Co., 
163 U. S., 169, 187; Howe Scale Co. v. Wyckoff, Seaman & 
Benedict, 198 U. S., 118, 136; Meneely v. Mencely, 62 N. Y., 
427). It is a fraud upon the person, firm or corporation who has 
established a trade and carries it on under a given name that 
some other person should assume the same name, or the same 
name with a slight alteration, or by advertisement or other device 
conduct the business in such a way as to induce persons to deal 
with him in the belief that they are dealing with the person, firm 
or corporation which has givcn a reputation to the name. It is 
dishonesty in the use of the name that is condemned and not the 
use itself (see Higgins Co. v. Higgins Soap Co., 144 N. Y., 462). 
In the case at bar there can be no question but that the defend- 
ants have sought in every way possible to convey the impression 
to the public, that their business was the old established business 
of Stephen, Merritt. The facts in this case are very similar to 
those of the Higgins Co. v. Higgins Soap Co. (supra). In that 
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case the father of Charles S. Higgins had established in 1846, 
and subsequently carried on, the business of manufacturing soap 
for many years, and was succeeded by the son, who thereafter 
formed a corporation by the name of Chas. S. Higgins Co., of 
which he became president and a director, and continued in those 
capacities until 1892, when he was discharged or failed of re- 
election. Then he established the defendant company under the 
name of the Higgins Soap Co. In the case at bar, the undertaking 
business was established by the Rev. Stephen Merritt's father 
(whose name was also Stephen Merritt), and carried on by him 
for many years. The Rev. Stephen Merritt succeeded to the 
business in 1875, and in 1897 incorporated the Stephen Merritt 
Burial Co., of which he became president, which carried on the 
business until the plaintiff company was incorporated in 1899, 
and the good will, stock in hand, and all manner and kind of assets 
were transferred by the Stephen Merritt Burial Company to the 
plaintiff, the Rev. Stephen Merritt becoming president and a 
director thereof and still remaining such until August 7, 1911, 
when he failed of re-election. So far the facts in the two cases 
coincide. In the case at bar, however, Rev. Stephen Merritt did 
not organize a new corporation, but was employed by the de- 
fendant corporation, which had been incorporated ostensibly to 
deal in real estate, but with powers broad enough to permit it to 
carry on the undertaking business which it established in West 
One Hundred and Twenty-sixth street, far removed from the 
plaintiff's place of business. Immediately on the employment of 
the Rev. Stephen Merritt, the defendant corporation opened a 
place of business on the same avenue and within two blocks of 
the plaintiffs, and sought by advertisements, the use of the por- 
trait of Rev. Stephen Merritt and otherwise, to convey to the 
mind of the public that the business of the original Stephen Mer- 
ritt was conducted at that place. The counsel seek to distinguish 
the Higgins case by reason of the fact that the public was liable 
to be deceived in believing the product that was manufactured 
and put upon the market by the defendant was the product of the 
plaintiff, whereas in the case at bar there was no manufactured 
article that was placed upon the market. The vice of this con- 
tention is that the rule against unfair trade and competition is not 
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one for the protection of the public, but for the protection of the 
person whose trade is sought to be diverted by unfair means. It 
matters not what the business is. The original owner is entitled 
to be protected in his trade from those who seek to divert it by 
creating the impression that those who deal with them are deal- 
ing with the established and well-known concern of that name. 
In the case at bar, almost every step taken by the defendants shows 
a desire not to build up a business on their own merits, but to 
appropriate the business through the established reputation of the 
plaintiff. The practices of the defendants have been fraudulent 
as against this plaintiff from the inception of the incorporation 
of the Stephen Merritt Co., including the employment of the Rev. 
Stephen Merritt for the purpose of using his name and picture, 
and the appealing to the public not to be deceived by the claims 
of others, that this was the only original Stephen Merritt in the 
business, and in opening a place of business in the immediate 
neighborhood of the plaintiff. That the name may have been 
used improperly by others also in no defense, as no fact was 
shown tending to establish an abandonment of its trade-name by 
the plaintiff. One wrong will not justify another. On the con- 
trary, that others have sought to appropriate the name tends to 
show that it was valuable. Judgment for plaintiff as demanded 
in the complaint, with costs. 


[The relief demanded in the complaint was as follows: 

1. That the defendant Stephen Merritt Co. and defendants Samuel 
L. Buckingham & Harvey S. Wynkoop be forever restrained and enjoined 
from carrying on funeral, embalming or undertaking business or other 
similar business under the corporate name of Stephen Merritt Co. or any 
other name, title or device of which the words “Stephen Merritt” or 
“Merritt” is a part. 

2. That defendant Stephen Merritt, Jr. be forever restrained and 
enjoined from carrying on such funeral, embalming or undertaking busi- 
ness or similar trade under his own name or the name of Merritt, except 
with such statements as shall notify the public that such is not the original 
and established business of Stephen Merritt or the plaintiff, but is the 
separate venture of such defendant Stephen Merritt, Jr. 


3. That the defendant Stephen Merritt, be forever restrained and 
enjoined from carrying on by himself or with others, any embalming, 
funeral or undertaking business under the name of Stephen Merritt or 
Merritt or associating himself with or entering the employ of any indi- 
vidual, partnership or corporation transacting such business under such 
name or title, or which shall advertise to the public the connection of said 
defendant therewith within the Borough of Manhattan, City of New 
York. 
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4. That each and all of the defendants be forever restrained and 
enjoined from soliciting or seeking to, solicit custom or trade from the 
customers of the plaintiff, or from advertising their business as that of 
the original Stephen Merriti, or from advertising its connection there- 
with directly or indirectly, or from carrying on business in the Borough 
of Manhattan, under the name of Stephen Merritt, or Merritt. 

5. That the defendants be required ‘to ‘account to plaintiff. for all 
profits lost by the plaintiff by reason of,the:acts of the defendants herein- 
above set forth.] hare 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
DietscH BrorTHeErs v. -LOONEN 
(180 O. G., 1397.) 
May 30, 1912. 


1. CANCELLATION—FRAUDULENT Use. 

It does not lie in the mouth of the petitioner for cancellation to 
urge as fraudulent and improper on the part of the registrant the same 
use of the mark on which they base their claim to cancel. 

Rep Cross Trape-Mark—Pustic Poricy. 

The claim that the commercial use of the red cross symbol by the 
registrant is against public policy is answered by the act of Congress, 
which definitely declared to be lawful the use of such marks, the use 
whereof antedated the year 1905. 

3. REGISTRATION—FOREIGN APPLICANT. 

A foreign applicant need not file his application here within four 
months of application in his own country. If he does, he is entitled 
merely to claim the date when his foreign application was filed as that 
of filing in the United States. 


to 


Mr. J. L. Levy, for the appellants. 
Mr. C. P. Goepel, for the appellee. 


SHEPARD, C. J.—Deitsch Brothers appeal. from a decision 
of the Commissioner of Patents denying an application for the 
cancellation of the registration of a trade-mark. 

On March 20, 1906, Charles Loonen, a citizen of France, 
obtained registration of a trade-mark for tooth-brushes, consist- 
ing of the words “Red Cross” and the representation of a red 
Greek cross. Deitsch Brothers first ‘made application to cancel 
this registration May 7, 1906. This was dismissed on appeal to 
the Commissioner October 10, 1908, affirming a decision to that 
effect by the Examiner of Interferences. The ground of the 
decision was that, for the want of a sufficient allegation of prob- 
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able injury, the Commissioner had no jurisdiction to entertain the 
application. December 10, 1908, Deitsch Brothers filed a new 
application alleging facts which were held sufficient to show in- 
jury. They alleged the adoption and use of the red-cross symbol 
in the vear 1902 and its continuous use as a trade-mark. Loonen 
pleaded the decision of the former application in bar, and, by way 
of answer, alleged the adoption and use of the trade-mark in 1899 
and continuously since. There was also a suit for infringement 
by Loonen against Deitsch Brothers involving the same mark, 
in the circuit court of the United States for the southern district 
of New York, the pendency of which was also pleaded. The 
proceedings in that case are not in the record. 

The Examiner of Interferences and the Commissioner, suc- 
cessively, overruled the said pleas, but finding that Loonen had 
used the trade-mark since the year 1899, that his use was lawful, 
and his registration regular, decided in his favor and dismissed 
the application for cancellation. 

The testimony is ample to show that Loonen used the red- 
cross symbol upon his tooth-brushes first in the year 1899. It 
was conspicuously branded thereon. Quantities of those brushes 
were shipped to his selling agent in the city of New York, and by 
said agent and his salesmen sold to the trade in several states 
of the union. That Loonen was the manufacturer and that this 
was his trade-mark was well-known to the trade. As Deitsch 
Brothers did not allege use of the mark until 1902, Loonen has 
clearly established his prior right. Upon evidence submitted by 
the same parties in the infringement suit heretofore referred to 
as pending, and which has since been decided, the learned district 
judge came to the same conclusion. (Loonen v. Dietsch Brothers, 
189 Fed., 487, Reporter, Vol. 1, p. 278.) — 

This conclusion renders it unnecessary to consider the effect 
of the former decision as a bar to the second application. In 
passing it by, we are not to be understood as intimating any 
opinion upon the question involved. As the evidence undoubtedly - 
shows the prior use of the trade-mark by Loonen, we prefer to 
rest our decision upon that conclusion. 

The question of the fraudulent or improper use of the trade- 
mark is satisfactorily discussed and settled in the opinion of 
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Judge Hand, in the case before referred to, and we see no oc- 
casion to add anything thereto. It hardly lies in the mouth of 
the applicants to urge as fraudulent and improper the same trade- 
mark use on which they found their claim to cancellation. As to 
the charge that the trade-mark use of the red-cross symbol was 
against public policy, prior to the year 1905, we entirely concur 
with Judge Hand, who in the opinion before referred to (189 
Fed., p. 492) says: 

The fifth defense is that it is against public policy to allow the red 
cross to become a trade-mark. This needs no answer after the acts of 
1905 and 1910. Whatever may have been the policy before, Congress has 
now definitely declared in the proviso of the latter act that it will permit 
such marks if they antedated 1905. Congress had power so to legalize 
the use of it; the question of public policy was for it alone, and it is 
now finally closed. 

See also ex parte, Batchellor, (85 O. G., 1583.) 

The next contention of the appellants is that as Loonen 
registered his trade-mark in France in 1899 and did not apply 
for registration in the United States within four months there- 
after, he is not entitled to the benefit of the Registration Act of 
1905. The registration was had under Section 2 of that act which 
permits registration of a trade-mark by one who resides in a 
foreign country if he makes a statement that he has registered 
his mark in the foreign country, or applied for registration 
therein. There is no limitation as to the time of this prior regis- 
tration or application. Section 4 is an independent provision re- 
lating to the effect of applications in foreign countries which 
extend the same effect to applications and registrations by our 
citizens. If such privilege be extended by them to citizens 
of the United States, such an application shall be accorded 
the same force and effect as would be accorded to the 
same application if filed in this country on the date on which it 
was first filed in such foreign country; provided that such 
application is filed in this country within four months from the 
date on which the application was first filed in such foreign 
country; and provided also that the certificate of registration 
shall not be issued until registration has been made in the 
country in which the applicant is located. 

We agree with the Commissioner that— 
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379 
the act does not make it compulsory for a foreign applicant to file his ap- 
plication in this country within four months after the application in the 
country in which he is located, but merely states that unless so filed it 
will not be entitled to the benefit of the date of the foreign application. 

The decision is right and will be affirmed. It is so ordered, 
and the clerk will certify this decision to the Commissioner of 
Patents. 


Jackson Corser Co. v. COHEN 
(181 O. G., 268.) 
April 1, 1912. 


ASSIGNMENT OF TRADE-MARK. 

There is no property right in a trade-mark, apart from the article 
with which it is associated and it can not be assigned except in con- 
nection with the business to which it relates. A transfer of the assets 
and business as a going concern, by an individual to a corporation 
organized by him, carries with it the right to the trade-mark. 

Mr. Arthur Steuart and Mr. J. F. Cross, for the appellant. 
Mr. E. T. Brandenburg, Mr. J. F. Brandenburg, and Mr. 


H. E. Stonebraker, for the appellee. 


Ross, J.—This is a trade-mark interference proceeding in- 

volving the letters “J.C.” or “J. C. C.” as a trade-mark for corsets. 

The evidence of the appellee tended to show that he adopted 

this mark in 1891 and gradually extended his business until, in 

the summer of 1909, he formed the Jaysee Corset Co., a corpora- 

tion, of which he became president and to which he transferred 

his factory, stores, goods and business. That corperation there- 

| upon proceeded to manufacture the “J. C.” corset, which there- 

tofore had been manufactured by the appellee individually. No 

formal transfer of the trade-mark, however, was ever made to 

it. The corporation finally became bankrupt and appellee now 

claims that it was a mere license of the “J. C.” trade-mark. It is 
unnecessary to notice other questions. 

It is elementary that as the primary object of a trade-mark 

is to indicate the origin of the article to which it is affixed, there 

is no distinct property right in the mark separate from the article 
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with which it has been associated ; in other words, the trade-mark 
may not be assigned in gross. While, under certain conditions, 
a limited interest by way of license may be created in a trade- 
mark, (Nelson v. IW inchell, 203 Mass., 75,) the transfer of a 
plant, business and good will, under such conditions as surround 
the transfer in the present case, necessarily by operation of law 
carries with it the right to the trade-mark upon which the busi- 
ness is founded. (dllegretti v. Chocolate Cream Co., 177 II, 
129; Scabrook v. Grimes, 107 Md., 410; Tomah Bank v. IVarren, 
94 Wis., 151; Merry v. Hoops, 111 N. Y., 415.) Such was very 
evidently the understanding at the time the corporation was 
formed. The business and good will purchased amounted to 
little without the symbol of identification, that is, the trade-mark. 

As the evidence of the appellant establishes a use of this 
mark prior to the bankruptcy of the Jaysee Company, it follows 
that, as between the parties to this record, priority should have 
been awarded appellant. The decision of the Commissioner will 
therefore be reversed. 


COMMISSIONER OF PATENTS 


Ex Parte, THE SHERWIN-WILLIAMS COMPANY 


(781°°O).°G5 1.267.) 


/ 


July 27, 1912. 
DeEscriPTIVE TERM—“BrAS-BriTE.” 
The mark “Bras-Brite” is not registrable as a trade-mark for a 
polishing compound, since it is merely an obvious misspelling of th 
descriptive words “brass bright.” 


Messrs. Hervey & Barber, for the applicant. 


BiLLincs, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
register appellant’s mark consisting of the word “Bras-Brite” 
as a trade-mark for a polish for metal surfaces. 


Registration was refused by the Examiner upon the ground 
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that the mark indicates a characteristic or quality of the goods, 
and therefore is not registrable in view of the prohibition in 
Section 5 of the Trade-Mark Act. 

The mark is clearly a misspelling of the two words “brass” 

ca) 

is a polish for brass and that it will make brass bright. Labels 
filed with the application state that **Bras-Brite cleans and polishes 
brass, nickel, silver, copper and aluminum, etc.,” thereby indicat- 
ing that the polish is for brass as well as other metals. 

The contention of appellant that the mark is merely sug- 
gestive is not well taken. On the contrary, the mark is believed 
to be clearly descriptive of a characteristic or quality of the 
goods—namely, that it will make brass bright or is a brass-bright- 
ener. The mark is believed to fall in the class with the following 
marks, which have been held to be descriptive, and to come within 
the prohibition of the statute: “Silver Dip,” a preparation in 
which silver articles may be dipped, (The Cobb Manufacturing 
Company, 132 O. G., 2333) “Self-Loading” cartridges, (The 
Winchester Repeating Arms Company v. The Peters Cartridge 
Company, 134 O. G., 2030;) “Kleanwell’’ massage-sponges, (er 
parte, Smith, 110 O. G., 601;) ‘“Keep-Clean” toilet-brushes, 
(Florence Manufacturing Company v. Dowd, 178 Fed. Rep., 
73;) “Kantleek’ for atomizers, (in re The Seamless Rubber 
Company, 153 O. G., 547;) “New-Tone” varnish preparatica, 
(cx parte, Newton, 160 O. G., 1037;) “Servself” sandwiches, 
(er parte, Brennan, Fitsgerald & Sinks, 151 O. G., 449;) 
“Scotissue” paper towels, (er parte, Scott Paper Company, 173 
O. G., 287.) 


and “bright.” It signifies that the goods upon which it is used 


























The decision of the Examiner of Trade-Marks is affirmed. 
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(181 O..G., 265.) 
July 16, 1912. 

1. Descriptive TERM—"“STANCH” For FILeEs. 

The word “Stanch” is not descriptive of files. 





382 THE TRADE-MARK REPORTER 


2. CONFLICTING MArKS—CONSENT OF Prior REGISTRANTtT—Doust RESOLVED 
IN Favor oF APPLICANT. 

Where there is a reasonable doubt whether there is deceptive 
similarity between the mark of an applicant and that of a prior regis- 
trant and the consent of the latter to the registration is filed, the doubt 
should be waived in favor of the applicant. 


Mr. G. P. Whittlesey, for J. & Riley Carr. 

Messrs. Beach & Fisher and Messrs. Bacon & Milans, for 
The William Schollhorn Company. 

Mr. James Hamilton, for Warren Axe & Tool Company. 

Messrs. H. B. Willson & Co., for Geo. H. Bishop & Co. 

Messrs. Mastick & Jones, for Radigan, Rich & Co. 

Messrs. Goepel & Goepel, for Graef. 

Mr. Chester Bradford and Mr. Ernest W. Bradford, for 
E. C. Atkins & Company. 


Moore, Commissioner.—This is an appeal by The William 
Schollhorn Co. from a decision of the Examiner of Trade- 
Marks denying its motion to dissolve the interference on the 
ground that its mark is not so similar to that of J. & Riley Carr, 
the applicant, that their simultaneous use upon goods of the same 
descriptive properties would be likely to cause confusion in the 
mind of the public and that the goods upon which these marks 


are used are not of the same descriptive properties. 

The Mark of The William Schollhorn Co. consists of the 
representation of a dog having thereon the word “Bernard.” 
The goods upon which this mark is used are stated in the regis- 
tration to be nippers, pliers, wrenches, and hand-tools. In con- 
nection with the motion to dissolve there was filed an affidavit 
of the secretary of The William Schollhorn Co. that it had never 
manufactured files, that it disclaimed all right to use this trade- 
mark involved herein on files, and that it had no objection to the 
registration by J. & Riley Carr of the representation of a dog 
as a trade-mark for files. 

The mark shown in the application of J. & Riley Carr as 
filed consists of the representation of a dog and the word 
“Stanch.” The firm of J. & Riley Carr is domiciled at Sheffield, 
England, and the mark shown in its British registration, a copy of 
which accompanies the application, consists of the representation 
of a dog and the word “Stanch.” In the application as originally 
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filed the particular description of goods included a large number 
of tools in Class 23; but the particular description has now been 
limited by amendment to files. In the early prosecution: of the 
case, applicant was required to disclaim the word “Stanch” on 
the ground that it was descriptive of the goods. In my opinion 
this requirement was an error, since I do not regard the word 
“Stanch” as descriptive of files, and before the mark is passed 
for registration this disclaimer should be required to be canceled, 
leaving the mark as applied for identical with that of the British 
registration. 

The Examiner denied the motion to dissolve, holding that 
the goods of the two parties were of the same descriptive prop- 
erties and that the marks were so similar as to be likely to cause 
confusion in trade, since the goods of both might well be desig- 
nated as the “dog”’ brand. 

While the marks of J. & Riley Carr and The William Scholl- 
horn Co. each shows a dog, one of these marks includes also the 
word “Bernard” and the other the word “Stanch.” In the case 
of Summit City Soap Works v. Standard Soap Co. (174 O. G., 
587; 37 App. D. C., 604) the court, after stating that one of 
these marks included the word “Mammoth” associated with the 
picture of the head and shoulders of that prehistoric animal, 
while the other included a mother washing her child and the 
words ‘“Rub-No-More-Soap,” said: 


The Commissioner turned the case upon the recent decision of this 
court in Nestle & Anglo-Swiss Condensed Milk Co. v. Walter Baker 
& Co., Ltd. (37 App. D. C., 148). In that case the marks were used on 
cocoa, chocolate, broma and cocoa preparations. The mark of the ap- 
pellant consisted of the picture of a milkmaid in Swiss costume carrying 
a milk-pail in her right hand and another on her head, with the words 
“Milkmaid Brand;” while the mark of appellee consisted of the picture 
of a waitress in Puritan or Quaker costume carrying a tray supporting 
cups. 

It was there held that the words “Milkmaid Brand,” used in connection 
with the picture, was a distinguishing feature of the mark. Here the 
word “Mammoth” and the words “Rub-No-More-Soap,” appearing as 
parts of the respective marks, may be held to be distinguishing features. 
Their tendency, we think, is not to attach to the products bearing these 
marks the trade-name, “Elephant Brand.” The word “Mammoth” instantly 
attracts attention to the distinction plainly apparent between the pictures, 
which are the dominating features of the marks. The slight tendency 
there would be to confusion from the similarity of the pictures is re- 
moved by the suggestion on the label itself of the distinction which, in 
fact, plainly exists. The inclusion of the name of the ‘animal illustrated 
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on appellee’s mark so distinguishes it from appellant’s mark as to remove 
the probability of confusion. 





There is sufficient doubt as to the likelihood of confusion be- 
tween the two marks involved in this appeal to justify the dissolu- 
tion of the interference so far as The William Schollhorn Co. is 
concerned. In the case of the [l!’ayne County Preserving Co. v. 
Burt Olney Canning Co. (140 O. G., 1003; 32 App. D. C., 279) 
the court said that any doubts as to tre registrability of a mark 
should be resolved in favor of the registrant. The present case, 






















however, is distinguished from that in that the registrant is 
moving to dissolve the interference and has filed under the oath 
of its secretary a consent to the registration of the mark of J. & 
Riley Carr for files. 

The decision of the Examiner of Trade-Marks is reversed, 
and it is held that the interference should be dissolved so far 
as the application of The William Schollhorn Co. is concerned. 


Ex Parte, ROSENTHAL BROTHERS. 
(181 O. G., 541.) 


July 20, 1912. 






Goops oF SAME DEscrRIPTIVE PROPERTIES. 
Silk fabrics are goods of the same descriptive properties as snirt- 
ings, cambrics, drills, cotton velvets, and knitted cotton piece goods. 


Mr. Stephen B. Rosenthal, for the applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register as a trade- 
mark for “silk fabrics sold in the form commonly known as 
‘piece goods’ a mark consisting of the representation of the 
fore parts of two elephants holding a piece of material in their 
trunks. 

Registration was refused in view of the following registered 
marks: Rogers & Thompson, No. 61,311, March 12, 1907; Meyer, 
No. 84,330, November 28, 1911; Meyer, No. 84,331, November 
28, IQII. 

Appellant contends that the goods to which it applies its mark 
are not of the same descriptive properties as those named in the 
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last two registrations cited and that there is no such similarity 
between its mark and those cited as would lead to confusion. 

The two marks of Meyer which have been cited are applied 
to shirtings, cambrics, drills, checked and striped cotton fabrics, 
white and colored cotton prints, cotton velvets, cotton merino, 
satin and batiste, and knitted cotton piece goods, in Class No. 

2, Knitted, netted, and textile fabrics. Applicant’s mark is ap- 

plied to silk fabrics. These goods are, in my opinion, of the 
same descriptive properties. The purchaser of one class of goods 
would upon seeing a similar mark placed upon the other class nat- 
urally conclude that they were put out by the same manufacturer. 
Substantially the same question was decided in the case of Jack- 
son Co. v. Regers & Thompson, (174 O. G., 1025,) in which it 
was held that cotton shec tings and shirtings, cotton piece goods, 
blankets, etc., on the cone hand, and “silk and cotton and si‘k 
mixed piece goods,” on the other hand, were goods of the same 
descriptive properties. Applicant in quoting the syllabus of this 
decision inserted a comma after “cotton,” so that the phrase 
reads “silk and cotton, and silk mixed piece goods,” which would 
indicate that all the goods contained a mixture of cotton. The 
comma does not appear either in the syllabus or in the body of 
the decision, so that the holding was made to apply to “silk and 
cotton and siik mixed piece goods,” and a reference to the file 
of Rogers & Thompson proves clearly that the sense of the ex- 
pression is “silk piece goods and silk and cotton mixed goods.” 

The mark of Rogers & Thompson which is applied to silk 
goods is an Oriental scene, the prominent feature of which is 
the fore part of a large elephant situated in the foreground of the 
scene. The mark in rezistration No. 84,330 is the representation 
of an elephant standing upon his hind legs, holding a pair of 
shears and a piece of fabric. The trade-mark in No. 84,331 is 
the representation of an elephant fantastically dressed, jumping 
over a rope. The predominating feature in each of these marks, 
as in applicant's mark, is the representation of an elephant, and 
I am clearly of the opinion that the marks bear such a resemblance 
that their simultaneous use would be likely to lead to confusion 
in the mind of the purchaser. 


The decision of the Examiner of Trade-Marks is affirmed. 


THE TRADE-MARK REPORTER 
DicEst oF MANuscript DECISIONS 
Who may register. 


A corporation of the State of California, made up of nine 
associations of fruit growers, for which it merely acts as selling 
agent, not owning the fruit sold and not controlling the charac- 
ter of the fruit, is not the owner of the trade-mark applied to 
the fruit, and can not register the mark. This is indeed shown 
to be the case by the fact that the goods are marked only with 
the name of the particular association by which it is grown. That 
the several associations lose the right to use the mark when they 
withdraw from the exchange, does not make the mark the prop- 
erty of the exchange in a trade-mark sense. (+) 


What may be.a Trade-Mark. 


A red color applied to a band of metal encompassing the 
upper part of a broom and forming a structural feature of the 
broom is not a good trade-mark. The evidence shows that it is 
necessary to paint the band to protect it from rust and no one 


can have a trade-mark in a mere color. (Leschen & Sons Rope 
Co. v. Broderick & Bascom Rope Co., 201 U. §., 166.) (?) 


Descriptive Terms. 


The word “Tite-oke,” as a trade-mark for leather boots and 
shoes, was rejected by the examiner as descriptive, mdicating 
that the boots and shoes were of oak tanned leather and water 
tight. In reversing the decision of the examiner, the Commis- 
sioner said the words may be capable of the analysis given by 
the examiner, but it is not a term in ordinary use in the English 
language and its use as a trade-mark by the applicant does not 
sequester any word or term that could be used by the public in 
«lescribing water-proof tanned leather for shoes. (*) 

The word “Household” for peroxide of hydrogen is refused 


(1) Strawn v. The Ontario-Cucamongo Fruit Exchange, January 6, 
1912. 

(2) Indianapolis Brush & Broom Mfg. Co. v. Joseph Lang LCo., 
July, 1, 1912. 

(3) Ex parte, Fred F. Field Co., December 9, Io1t. 
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registration as descriptive. The label shows that the word was 
used to denote the applicability of the preparation to the uses of 
the house, as in the case of the well-known preparation “House- 
hold Ammonia.” Prior registrations for coffee, matches, whiskey, 
furniture polish, and other articles do not affect the question of 
the registrability of the word, since their propriety is not in 
issue. (1) 

Application to register the name “Turknit’” for towels and 
wash cloths was properly rejected. The term indicates that the 
goods have a nap like Turkish toweling, or are made in Turkey, 
or are of Turkish style or pattern. The word “Turkish” has a 
well-understond meaning, indicating a rough fabric with a long 
nap, usually of uncut loops. The mark must, therefore, be either 
descriptive or deceptive. (2) 

The words “Duo Fold” for paper, especially in double form, 
was rejected by the examiner as descriptive. He holds that it had 
a two-fold meaning, that the paper was either folded twice, was 
of double thickness or was of two-fold use. The term, the Com- 
missioner says, may mean two-fold, but the fact that the examiner 
suggests three widely different ways in which it may be applicable 
shows that it has no fixed or well-understood descriptive meaning 
and should be registered. (*) 


A mark consisting of the picture of an aeroplane with the 
letters and figures “B4 Any” is descriptive in the same sense as 
the words “best” or “excellent.” The fact that the mark has 
been registered in the foreign country of the applicant does 
not require that it be accepted for registration in the United 
States. (+) 


The word “Brilliant” as a mark for wheat flour is not de- 
scriptive of flour in any sense, nor is it geographical, although 
three small towns in the United States are known by that 
name. (°) 


(1) Ex parte, Duosep Chemical Co., January 6, 1912. 

(2) Ix parte, Putnam Knitting Co., January 11, 1912. 

(3) Ex parte, J. C. Blair Co., April 3, 1912. 

(4) Ex parte, William Jessop & Sons, Ltd., June 7, 1912. 

(5) Sauers Milling Co. v. Kehlor Flour Mills Co., June 14, 1912. 
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Geographical Terms. 


The words “Durham Derby,” written with the D’s enclosing 
all the remaining letters of each word, are registrable. The 
word “Derby” has another than a geographical significance, 
which is paramount in the minds of the purchasing public to its 
geographical meaning. Any doubt as to the registrability of the 
words in the form shown should, in any event, be resolved in 
favor of the applicant, in view of the prior registration by the 
company of the words “Durham Duplex” in the same form, No. 
70,855. (*) 

The Olympia Brewing Company, located at Olympia, Wash- 
ington, applied to register the mark “Olympia” for beer. The 
word is considered as having a dominant mythological and _ his- 
torical significance as referring to the city of the sanctuary of 
Zeus and of the Olympic games, and is not, therefore, geograph- 
ical. (7) 

On an application to register the name “Troy” for shirts 
and collars under the ten year clause of the act, an opposition 
alleging that the opponent had advertised his goods as “Troy” 
goods, used in its geographical sense, is not demurrable. Op- 
ponent could not use it in any other way, because the term being 
geographical, it could not be a trade-mark, and the geographical 
use in connection with the manufacture and sale of his goods, is 
sufficient to bar the pending application. 

On rehearing, granted because of the decision of Thaddeus 
Davids & Co. v. Davids, (Reporter, Vol. 2, p. 45,) it was argued 
that under the Davids decision the registration of the word 
“Troy” would not give any right against the geographical use of 
the word by another, and therefore that there was no ground 
for the opposition. Held, however, that this was not so, because 
surnames stand on a different footing from geographical terms. 
Every person is entitled to the use of his own name. (Citing, 
IVm. A. Rogers v. International Silver Co. 129 O. G., 3503.) (*) 
( 
( 


) Ex parte, Durham Duplex Razor Co., January 4, 1912. 
) Ex parte, Olympia Brewing Co., March 6, 1912. 
) Cluett Peabody & Co. v. Timm & Co., March 25, 1912. 
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3 










DIGEST OF MANUSCRIPT DECISIONS 


Statutory Use of Mark. 







The use of a trade-mark on sample cans of a road-making 
solution, in gallon size, is not sufficient to lay the foundation for 
an application to register. The quantity shipped was too small 
to be put to any use and the evidence shows that the shipment 
was only for the purpose of filing an application. (+) 









Evidence of the use of a trade-mark on goods made for the 
applicants in the United States and consigned to them in Liver- 
pool, England, is sufficient to show their title to the mark in the 
United States. Proof of sale by the consignee is not required. 
Such sale will be presumed (Johnson & Johnson v. Whelan, 142 
O.G., 569). The doctrine that a foreigner has no common-law 
right to a trade-mark in the United States against a native who 
has used it before the former sold goods in this country, is not 
applicable to the present facts. (Richter v. Reynolds, 59 Fed. 
Rep., 577.) (7) : 

A foreign applicant need not show use of the mark in this 
country in order to be entitled to registration, but should be 
compelled to show prima facie use here before he is granted an 
interference with others whose registrations were obtained before 
he filed his application in this country. (*) 














Date of Use. 













The date of first use is to be determined by the applicant, 
but the date should be that of first use of the mark sought to be 
registered and not of some other mark. A ram’s head is obviously 
not the same mark as the representation of a ram. Whether the 
one is an infringement on the other is not in question. The ap- 
plicant seeking to register the head of a ram is not entitled to 
claim for the mark the date of the first use of the representation 
of the entire ram. Whether the earlier date might avail in in- 
terference when the facts were shown is not in question. (4) 


A registrant who has taken no testimony, relying upon his 








(1) Paterson v. Hay, July 2, 1912. 
(2) Kruger, Darsie & Co. v. Marmon, May 10, 1912. 

(3) W. A. Ross & Bro. v. Bergdoll Brewing Co., et al., June 5, 1912. 
(4) Ex parte, Aetna Mills, July 5, 1912. 
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registration as evidence of use, is restricted to the date of regis- 
tration as the earliest date of use he can claim. (1) 


Evidence of Use. 


Question of the sufficiency of evidence to establish date of 
use of a mark, applied by means of a die to the bottom of cans 
and like receptacles. Witnesses testified to the change of some 
of the dies during the year 1907, but not all the dies were changed 
before 1908. The application alleged use of the mark since Oc- 
tober I, 1908. Witnesses testified that, as the dies were in cur- 
rent use, they must have been put back into use as fast as changed, 
and therefore that the first use must go back to the fall of 1907. 
The Commissioner held, however, that this was merely a matter 
of inference and it was more reasonable to suppose that none 
of the dies were used until all were changed, which brought the 
date of use later than that established by the opponent. (?) 

Question of the sufficiency of evidence to establish date of 
use of the trade-mark “North Pole.” The evidence was the 
testimony of witnesses from memory as to events claimed to have 
happened in 1893 or 1894. There was no written or documentary 
evidence of use of the mark prior to 1898. This lack was sought 
to be explained by a flood which in 1894 was said to have de- 
stroyed all the records of the company in the basement of its 
building. The Commissioner said that the explanation was in- 
sufficient to account for the entire absence of such evidence and 
that the evidence offered was insufficient to prove the date of use 
claimed. (*) 

The positive testimony of witnesses, unimpeached or un- 
contradicted, as to facts that would naturally be within their own 
knowledge and tending to establish the date of use of a mark, 
can not be ignored, even though the witnesses are connected with 
an interested party, and even though their evidence is not cor- 


roborated by documentary evidence. (*) 


(1) Voegeli Bros. Drug Co. vy. Knox, January 6, 1912. 

(2) Detroit Can Co. v. Heekin Can Co., April 23, 1912. 

(3) Maine Mfg. Co. v. Grand Rapids Refrigerator Co., April 18, 1912. 
(4) The Voegeli Bros. Drug Co. v. Knox, January 6, 1912. 
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